UNITED STATES DISTRICT COURT
DISTRICT OF CONNECTICUT

Applera Corporation and
Roche Molecular Systems, Inc.,:
plaintiffs, :
v. : 3:98¢cv1201 (JBA)

MJ Research Inc. and Michael
and John Finney, defendants.

Order on Plaintiffs’ Motion to Exclude Evidence or Argument by
Defendants Based on Advice of Counsel Regarding the PCR Patents,
Unenforceability, Patent Misuse, and Antitrust
Issues [Doc. #762-1]

Discovery started in this case in August 1998 and quickly
became the source of motions to compel. Relevant to plaintiffs’
motion to exclude defendants’ attorney opinion testimony [Doc.
#762-1] is plaintiffs’ motion practice relating to defendants’
pre-suit opinions of counsel concerning the patents in suit.
Some of this opinion-of-counsel discovery was identified as
potentially bearing on defendants’ state of mind (e.g. willful
infringement) and defendants’ equitable defenses. One aspect of
the discovery dispute was resolved by a Stipulation and Order in
which defendant MJ stipulated that it "has not received any
opinions of counsel regarding the PCR process patents-in-suit."
See Cote Decl. [Doc. #784] Ex. 7 at 1. Defendant Finney
confirmed in deposition that, to his recollection, defendant did
not ever receive opinions of counsel with respect to issues of

infringement, by inducement or otherwise, of the PCR patents,



only that he discussed the issue with non-trial counsel on a
number of occasions, including Jay Darby. He was not permitted
to answer the direct question of whether he had decided not to

rely on those opinions. See id. Ex. 9 at 535:14-19; 552:13-17;

559:6-10. Thereafter, the Court (Squatrito, J., presiding) filed
two orders containing directions that "[t]he defendant shall
provide to the plaintiff copies of all attorney-client
communications concerning the patents in suit," see Order (dated
April 25, 2000) [Doc. 257] at 9 2, and "... the defendant shall
produce all attorney-client communications, in accordance with
the court’s order dated April 25, 2000 by no later than June 2,
2000," see Order (dated May 26, 2000) [Doc. #283] at T 1.

After this deadline passed, counsel exchanged their views as
to the scope of defendant’s waiver of privilege or assertion of
privilege based on the subject matter of the opinions already

produced. See e.g., Katz v. AT&T Corp., 191 F.R.D. 433 (E.D. Pa.

2000) . Three areas were carved out by defendant of which two are
relevant to disposition of this motion:
documents regarding PE’s Authorization Program that do not
discuss the wvalidity or infringement of the Thermal Cycler
Patents; and/or documents regarding MJ’s attempts to license
the Thermal Cycler Patents that do not discuss the validity
or infringement of these patents.
ee Cote Decl. [Doc. #784] Ex. 15 (Letter of John Harre dated
June 22, 2000) at 1.

Defendants’ recent disclosure of trial witnesses manifests



its current intention to call lawyers who provided opinions or
advice to defendants to rebut plaintiffs’ claim that defendants
actively intended to induce infringement of the PCR process
patents. Defendants’ evidence relates to advice of counsel on
the subject of the unenforceability of PCR patents based on
antitrust counsel’s apparent advice or opinion that plaintiffs’
licensing scheme constituted an unlawful tying antitrust
violation. Defendants clarify that they are not offering this
evidence as a defense to plaintiffs’ claims of willful
infringement of the PCR patents, which they concede was covered
by Judge Squatrito’s disclosure order. Defendants acknowledge
that they withheld documents relating to the attorney advice and
opinions they received on privilege grounds until recently
deciding to waive, see Defs. Opp’n [Doc. #846] at 9, and describe
the record of whether they ever denied that they had opinions of
counsel regarding the legality or enforceability of plaintiffs’
PCR licensing program as "mixed," id. at 10 n.5.

Given defendants’ untimely and incomplete disclosure of the
substance of their communications with counsel or receipt of
opinions of counsel regarding the PCR patents in suit (the ‘188,
‘195, and ‘202 patents) or their positions of patent
unenforceability and misuse and antitrust violations related to
plaintiffs’ authorization programs for the patents-in-suit, the

parties’ stipulations, the clear scheduling orders entered in



this case, and the absence of any good cause shown for
defendants’ failure to earlier waive its position of attorney-
client privilege in regard to this subject matter, testimony
related to such advice and opinion on which defendants claim to
have relied will be precluded. Plaintiffs’ motion [Doc. #762-1]

is GRANTED.

IT IS SO ORDERED.

/s/

Janet Bond Arterton, U.S.D.J.

Dated at New Haven, Connecticut, this 11*" day of February 2004.
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