UNI TED STATES DI STRI CT COURT
DI STRI CT OF CONNECTI CUT

NEATO, LLC,
Pl aintiff,

v. : Gvil No. 3:99CV00377(AVC)
ROCKY MOUNTAI N TRADERS :

and STANLEY |. GROSSMAN,
Def endant s.

RULI NG ON THE PLAI NTI FF* S MOTI ON FOR PARTI AL SUMVARY JUDGVENT

This is an action for declaratory relief brought by the
plaintiff, Neato, LLC (“Neato”) against the defendant, Rocky
Mountain Traders (“RMI”) and Stanley |I. Gossman. In it, Neato
asks the court to declare United States Patent No. 5,783,033
(“ 033 patent”) invalid, void and unenforceable. Neato brings
the wiwthin notion for partial sunmary judgnment pursuant to Rule
56(c) of the Federal Rules of G vil Procedure, arguing that the
"033 patent is invalid because “in light of the relevant prior
art, clains 1-4 . . . were obvious within the neaning of 35
U S C § 103(a).”?

The issues presented are: 1) whether conponents in an
earlier patent constitutes prior art where those conponents serve

different functions and different purposes than simlar

! Title 35 of the United States Code, section 103(a)
provides, in pertinent part, that “[a] patent may not be obtai ned
. . if the differences between the subject matter sought to be
patented and the prior art are such that the subject matter as a
whol e woul d have been obvious at the tine the invention was nade
to a person having ordinary skill in the art to which said
subject matter pertains.” 35 U S.C. § 103(a).



conponents utilized in the chall enged patent; and 2) whether
Neat o has nmade a “clear and particular” show ng that there
exi sted sone teaching, suggestion, or reason to conbine multiple
prior art references to reach the invention clainmed in the 033
pat ent .

As set forth in nore detail below, the court concludes that:
1) Neato has not established that the cited earlier patent
constitutes relevant prior art because the evidence reveals that
the chal |l enged patent uses earlier conceived conponents for
di fferent purposes and functions; and 2) Neato has failed to nmake
a “clear and particular” showi ng that there was sone suggestion
to conbine nmultiple prior art references.

Accordingly, the notion for partial summary judgnent (docunent
no. 36) is DEN ED.
FACTS

Exam nation of the conplaint, affidavits, pleadings, Rule
9(c) statenents, exhibits and supplenental nmaterials discloses
the followng material facts, which are undi sputed unl ess
ot herw se not ed.
The Spannknebel Patent

In April 5, 1973, CGerman patent no. 2 009 816 was issued to
Wal t er Spannknebel (“Spannknebel patent”). The invention clai nmed
i n the Spannknebel patent describes an autonated, assenbly |line

machi ne for “applying | abels onto audi o-tape reels.” The purpose



of the device described in the Spannknebel patent was to “[1)]
i nprove a |l abeling apparatus . . . so that self-adhesive |abels
[coul d] be taken froma carrier tape and applied correctly
relative to the printed text, in a predeterm ned position onto
the object to be | abeled, with high precision and speed, and [2)]
to elimnate the tol erances which the |abels showin their
arrangenment on the carrier belt, which is caused by the
manuf act uri ng process.”

The preferred enbodi nent of the invention clainmed in the
Spannknebel | abeling apparatus discloses:?

[a] carrier belt [2] provided with adhesive |abels [1]

[that] noves froma supply roller [3] over a guide

roller [4] to a return tongue [5] with a return edge

[6] . . . . Fromthe return edge [6], the carrier belt

[2] noves to a rew nding bobbin [7], on which the enpty
carrier belt [2] is wound. The return tongue [5] with

its return edge [6] serves . . . to renove the adhesive
| abel [1] fromthe carrier belt, . . . . The |l abels
[1] then project . . . . A pair of rollers is provided

in the supply direction of the carrier belt just in
front of the return tongue [5], to transport [the]
carrier belt [2] and its adhering | abels. This pair of
rollers has a drive roller [8] at the upper side of the
carrier belt, which is provided with |abels, and a
pressing roller [9] at the bottom side of carrier belt
[2]. The drive roller is driven stepwise . . . by
means of a stepping notor [10]. [The] [p]ressing
roller [9] presses carrier belt [2] with the adhering

| abel s resiliently against drive roller [8]. Here,

2 The bracketed nunbers appearing throughout the court’s
ruling correspond to the nunbers used in the draw ngs of the
patents at issue in this case. These draw ngs are attached as
exhibits to the court’s ruling. See Exhibits 1-3.
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[the] pressing roller [9] is either positioned

resiliently, or is provided wwth a resilient surface

coati ng.

See Spannknebel Patent at 7, Exhibit 1, fig. 1

VWhat is “essential” in this invention “is that the |abel [1]
is gripped and held by the | abel holder [18], and . . . the
object to be |abeled stays in a defined position relative to the
| abel hol der.” To ensure proper positioning, the Spannknebel
device discloses a “label holder [18] which includes a body [29]
to which a cover disk [34] and an annul ar disk [40] are attached.
A shoulder [37] is received within the body [29] and is biased
[ downward] by a coiled spring [39] against a stop portion of the
body [29]. A mandrel [35] extends fromthe shoul der [29],

t hrough the cover dis[k] [34], and protrudes [below] the .
surface of the cover disk [34] for engagenent with apertures in
the |l abels and the reels.” See Neato Mem at 12-13; Exhibit 1,
fig. 2.

The Spannknebel patent indicates that the |abel hol der [18]
works in conjunction with the entire automated | abeling systemin
the foll om ng manner.

[ The] adhesive label [1] is largely renoved from

carrier belt [2] . . . and is located directly beneath

| abel holder [18] . . . . [The] mandrel [35]

penetrate[s] into the opening of adhesive |abel [1].

Since the adhesive |labels are relatively

resilient, an annular nozzle [49] is provided in the

region of the bottom side of the glue-coated adhesive

| abel , which is connected with a source of pressurized

air by conduit [50]. Sinultaneous with the penetration
of mandrel [35] into label [1], a streamof air is



ej ected from annul ar nozzle [49], which brings the
adhesive label with its top side into contact with the
outer surface of cover disk [34]. The adhesive |abel
adheres to mandrel [35] because of the presence of
smal | particles of glue, which project into the cross-
sectional plane of opening [11] [of the |abel]. The
hol d can be assisted by sucking out air through bores
[46 and 47] so that the adhesive |abel [1] received by
the | abel holder [18] can be held securely . oo

[ T] he | abel hol der stops its notion parallel to a
notion towards the carrier plate surface, and then,
simul taneously if necessary, plate [19] together with
| abel holder [18] is |lowered by actuating working
cylinder [27] to a level such that the |eading end of
mandr el [35] engages the opening of audio tape reel
[15] located in the |abeling station. . . . [T]he

| abel is transferred onto the upper surface of the

[ audi ot ape] reel by a blast of air, through bores [47
and 46]. The |l abel is thus guided accurately by
mandrel [35] and enters the precise predeterm ned
position relative to the audi otape reel.

Spannknebel patent at p. 10. See Exhibit 1, figs. 1 and 2.
The Casill o Patent
On March 24, 1995, Neato's predecessor in interest filed a
continuation-in-part patent application for a manually-operated,
t wo- pi ece apparatus for accurately applying | abels to conpact
di scs. Subsequently, United States Patent No. 5,543,001 issued
to Joseph Casillo, et al. for that |abeling device (“Casillo
patent”). The device clainmed therein (the “Neato device”)
conprises the follow ng structures:
a positioning cone [300] with a cylindrical extension [310],
a flat surface [320] wth a dianeter greater than that of

the cylindrical extension [310], and a tapered end opposite
the cylindrical extension [340],



a positioning plate [500] having a central positioning hole
[ 520], and a surface [510] upon which a self-adhesive | abel
[ 400] can be placed, and

a base [600] supporting the positioning plate [500], having
a holl ow space [640] bel ow the positioning plate [500].

Casillo patent at Col. 10. See Exhibit 2, fig. 1.

When applying a self-adhesive | abel [400] to a conpact disc
[ 200] using the Neato device, one renoves the rel easabl e backing
and places the |abel, adhesive side up, on the positioning plate
[500]. Performng this step requires the operator to carefully
align the center hole of the | abel [420] with the center hole of
the positioning plate [520]. As noted in the 033 patent, this
step “relies upon the skill and manual dexterity of the operator
in order to achieve correct alignnment of the | abel [400] and the
conpact disc [200].” See 033 patent at Col. 2. Fromthere, one
pl aces the conpact disc [200], data-side up, on the positioning
cone [300] so that it rests on the step [320] formed by the
cylindrical extension [310] (which extends fromthe body of the
cone). At this point, one places the cone [300] in a “first
position” where the cylindrical extension [310] and a portion of
the cone’s body [300] extend above the surface [510] of the
positioning plate [500]. Then, one inserts the cone through the
center holes of both the |abel [430] and the positioning plate
[ 520] to a second position where the body of the cone [300] is

|l evel with or below the positioning plate [500]. This novenent



causes the conpact disc [200] to cone into contact wth the | abel
[400]. See Casillo patent at Cols. 4, 9.
Problens with the Neato Device

I n Septenber 1995, the defendant, Stanley G ossnman, began
di stributing the Neato device through RMI. In the course of
these distribution efforts, RMI alleges, Gossman identified the
followng three problems with the Neato device: 1) the
difficulty of applying a | abel that had curled upward after its
rel easabl e backi ng has been peeled away in the event that the
operator was not holding the I abel in place; 2) the tendency of
the label to stick to the operator’s fingers and nove off-center
when the operator attenpted to withdraw his fingers fromthe
| abel ;® and 3) the difficulty that the operator experienced, when
inserting the conical nmenber [300] into the common hol e of the
| abel [430] and the positioning plate [520], in attaining the
correct angle so as to avoid msalignnent of the | abel on the

conpact di sc.

® See 033 Patent (“It will be appreciated that [the
Casill o device] therefore relies upon the skill and manual
dexterity of the operator in order to achieve correct alignnment
of the label and the [conpact disc].”). The 033 patent
di scl oses the inportance that G ossman placed on the centering
and alignment of the conpact disc and | abel in Gossman’s

invention. “It is essential that the |abel be affixed in such a
way that the overall balance of the [conpact disc] is not
adversely affected. |In particular, it is necessary that the

center of bal ance of the conpact disc remains about its geonetric
center. Labels which are not concentrically affixed to the

[ conpact disc’s] . . . have previously caused mal functions and
often rendered the [conpact discs] virtually useless.”
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The " 033 Pat ent

I n Decenmber 1995, Grossman invented a device and a net hod
for | abeling conpact discs that RMI mai ntai ns sol ved the probl ens
identified in the Neato device. Gossman’s invention, RMI
mai ntains, “permts reliable alignment of the | abel and the
conpact disc, and substantially elimnates the opportunity for
operator error.” See 033 patent at Col. 2.

On February 26, 1996, Grossman filed a patent application in
the United Kingdomfor the device he had invented, and it was
assi gned UK Patent Application No. 9604048. Subsequently, United
States Patent No. 5,783,033 (“*033 patent”) issued to G ossnan.

The purpose of the invention clainmed in the " 033 patent was
to provide a device that: 1) overcane the problenms G ossnman
identified with the Neato device; 2) was inexpensive to produce
and manual |y operable; 3) “permt[ted] reliable alignment of the
| abel and the conpact disc;” and 4) “substantially elimnate[d]

t he opportunity for operator error.” Specifically, the 033
patent clainmed a unitary device for “applying a first
substantially planar nenber [(the |abel)] having a central
aperture of a first dianeter to a second substantially planar
menber [ (the conpact disc)] having a central aperture of a second

di aneter, wherein the first dianeter is greater than the second



diameter[.]” As described in the 033 patent itself, the device
conpri ses:

a circunferential flange [7] with an upper surface

capabl e of supporting the first planar nenber [(the

| abel )] ;

a piston nenber [5] having a top surface and a | ower
surface;

a first rod [4] having a dianeter slightly |ess than

the first dianeter, extending fromthe top surface of

said piston [5];

a second rod [3] having a dianeter slightly |ess than

t he second dianmeter, extending fromthe first rod [4];

and

a tube [8] having an upper end, a |ower end, and a

spring [11] that cooperates with said | ower surface

[9], said circunferential flange [7] extending from

sai d upper end of said tube [8].

wherein said piston [5] is slidably received in said

tube [8] and is adapted to nove froma first position

in which said second rod [3] and at | east a portion of

said first rod [4] extend above said upper surface to a

second position in which at least said first rod [4] is

entirely belowor is level with said upper surface.
033 patent at Col. 6. See Exhibit 3, fig. 2.

The tube [8] is attached to the circunferential flange [7]
on the top and a plate [9] on the bottom The piston [5] slides
up and down inside the tube [8]. The spring [11] is biased
upward against the piston [5]. In conjunction with the piston
[5], the spring [11] enables the first and second rods [4, 3] to
extend upward fromthe circunferential flange [7]. When placing
the label [2] on the flange [7], the operator slides the | abel

[2] over the two rods [4, 3], with the adhesive side facing



upward, and rests it on the flange [7]. Because the first rod
[4] has a dianmeter simlar to the diameter of the center hole of
the disc |abel, once the user places the |abel [2] on the fl ange
[7], the label [2] is “retained in a position on the flange [7]
by neans of the first rod [4] extending through [the |abel’s
hole].” See "33 patent at Col. 2-3. Simlarly, because the
second rod [3] has a dianeter simlar to the dianmeter of the
center hole of the conpact disc itself, the conpact disc is
retained inits position. [|d. at Col. 3.

RMI' and Grossman maintain that, as a result of the conpact
di sc and the | abel being held in place by the two rods, the
device disclosed in the 033 patent assures that the | abel is
properly centered on the conmpact disc without relying on the
skill or dexterity of the operator. They also contend that this
devi ce solved the problem of |abel curl because the first and
second rods prevented the label fromcurling onto itself. On the
ot her hand, Neato maintains that the device clained in the
Casill o patent “teaches one skilled in the art how to reduce the
tendency of labels to curl.” Neato adds that the probl em of
removi ng once’s fingers fromthe | abel and aligning the manual ly
operated cone with the | abel and positioning hole are both sol ved
by “nmounting the manual |y operated cone [300] to the plate [500]

and cylindrical base [600].”
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On March 3, 1999, Neato commenced this action agai nst RMI
and Grossnman, alleging that the 033 patent “is limted in scope,
invalid and void[.]”
STANDARD
Summary judgnent is as appropriate in a patent case is it is

in any other matter. See Barmag Barner Maschi nenfabrik AG v.

Murata Mach. Ltd., 731 F.2d 831, 835 (Fed. Cir. 1984). Thus, the

movi ng party shoul ders the burden of establishing that there are
no genui ne issues of material fact in dispute, and that it is
entitled to judgnent as a matter of law See Fed. R Cv. P

56(c); Anderson v. Liberty Lobby, Inc., 477 U S. 242, 256 (1986).

The burden of establishing the nonexistence of a genuine issue

of material fact is on the noving party. See Celotex Corp. V.

Catrett, 477 U S. 317, 321 (1986). A dispute regarding a
material fact is genuine “if the evidence is such that a
reasonable jury could return a verdict for the nonnoving party."

Aldrich v. Randol ph Cent. Sch. Dist., 963 F.2d 520, 523 (2d

Cr.), cert. denied, 506 U S. 965 (1992). In ruling on a notion

for summary judgnent, the court is required to resolve “al
anbiguities and draw all inferences in favor of the nonnoving
party in order to determ ne how a reasonable jury woul d decide.”
Id. Thus, “[o]nly when reasonable m nds could not differ as to
the inport of the evidence is sunmary judgnent proper.” Bryant

v. Maffucci, 923 F.2d 979, 982 (2d Gir. 1991).
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In addition, the court nust consider the substantive
standard for the burden of proof in deciding this notion. See

Anderson v. Liberty Libby, Inc., 477 U S. 242, 254 (1986). “[An]

i ssued patent carries a presunption of validity.” Smths |ndus.

Med. Sys., Inc. v. Vital Signs, Inc., 183 F. 3d 1347, 1356 (Fed.

Cr. 1999) (citing 35 U.S.C. § 282). *“This presunption is
mani fested by the requirenent that one who seeks to invalidate
[the] patent [nust] do so by clear and convincing evidence.” [|d.

DI SCUSSI ON

OBVI QUSNESS

Neat o argues that the 033 patent is invalid because, in
I ight of the Spannknebel and Casillo patents, the invention
claimed in the " 033 patent was obvious at the tine it was nade.
RMI' and Grossman di spute this assertion, contending that: 1) the
Spannknebel patent does not constitute relevant prior art for the
pur pose of the obviousness analysis; and 2) Neato has failed to
make a clear and particular show ng of a suggestion to conbi ne
the references in the Spannknebel and Casillo patents to reach
the invention claimed in the 033 patent.

Title 35 of the United States Code, section 103(a) provides,
in pertinent part, that “[a] patent may not be obtained . . . if
the differences between the subject matter sought to be patented
and the prior art are such that the subject matter as a whole

woul d have been obvious at the tine the invention was nade to a

12



person having ordinary skill in the art to which said subject
matter pertains.” 35 U S.C. 8§ 103(a). “In order to determ ne
obvi ousness as a legal matter, four factual inquiries nust be
made concerning: 1) the scope and content of the prior art; 2)
the level of ordinary skill in the art; 3) the differences
between the clained invention and the prior art; and 4) secondary

consi derations of nonobviousness[.]” Ruiz v. A B. Chance Co.,

234 F.3d 654, 662 (Fed. G r. 2000) (citing G.ahamv. John Deere,

Co., 383 U.S. 1, 17-18 (1966)).

A Level of Ordinary Skill in the Art

Neato briefly addresses this factor. It defines a person of
ordinary skill in the art as sonmeone “who is skilled in making
and desi gni ng basic nmechani cal devices.” Neato bases its

definition solely upon the testinony of RMI"s technical expert in
a related action pending in the United Kingdom in which the
expert stated that a person of ordinary skill in the art is “the
sort of person who mght be famliar with small nechanica
devices and the design of them” |In response, RMI and G ossnman
argue that Neato has “presented no rel evant evidence of the |evel
of ordinary skill in the art under [United States] law.]”

The party asserting obvi ousness has the burden of proof on
the issue of the level of ordinary skill in the art. TWJ M q.
Co.., Inc. v. Dura Corp., 722 F.2d 1261, 1266 (6th Gir. 1983).

“Factors that may be considered in determ ning the ordinary |eve

13



of skill in the art include: 1) the types of problens
encountered in the art; 2) the prior art solutions to those
problens; 3) the rapidity with which innovations are made; 4) the
sophi stication of the technol ogy; and 5) the educational |evel of

active workers in the field.” Ruiz v. A B. Chance, Co., 234 F.3d

654, 666-67 (Fed. Cir. 2000).

Nei t her Neato, who has the burden, nor RMI has cone forward
w th evidence addressing any of the five factors that informthis
determ nation. Contrary to Neato's contention, the testinony of
RMI"s expert in the related UK action under UK patent |aw, while
relevant, is by no neans conclusive. However, “[t]here is no
evidence in the record fromwhich [this court] could reasonably
infer that a higher |evel of skill would be nore favorable to

[ Neato].” Stoller v. Ford Mdtor Co., 784 F. Supp. 506, 517 (N. D

[1l. 1992). Hence, the court will assune for the purposes of
this notion that a person of ordinary skill in the art is “one
skilled in making and desi gni ng basi c nechani cal devices.”

B. Scope and Content of the Prior Art/Differences Between
Cained Invention and Prior Art

1. Rel evant Prior Art

Wth respect to the scope and content of prior art Neato
argues that “[t]he conbination of the Casillo patent and the
Spannknebel patent teach all of the claimlimtations of the
Grossman patent.” RMI and G ossman respond, in the first

i nstance, by noting that G ossman cited the Casillo patent in his

14



application to the Patent and Trademark O fice, which issued the
033 patent in spite of it. They also argue that the Spannknebel
pat ent does not constitute “relevant prior art” because: 1) the
Spannknebel patent is in a different field than the 033 patent,
2) the Spannknebel patent addresses different problens than the
"033 patent; and 3) the el enment of the Spannknebel patent on
whi ch Neato focuses -- the | abel holder [18] -- has a function
and purpose in the 033 patent that is different fromthe
function and purpose it serves in the Spannknebel patent.

Courts use two criteria to determ ne whether prior art is
rel evant for the purposes of the obviousness analysis: “(1)
whet her the art is fromthe sane field of endeavor . . . , and
(2) if the reference is not wwthin the field of the inventor’s
endeavor, whether the reference still is reasonably pertinent to
the particular problemwth which the inventor is involved.” 1In
re day, 966 F.2d 656, 658-59 (Fed. Cr. 1992). Wth respect to
the second criterion, “[a] reference is reasonably pertinent if

it is one which, because of the matter with which it deals,
| ogically woul d have comrended itself to an inventor’s attention
in considering his problem” 1d. Making this determ nation
requires the court to exam ne the purposes of both the invention
and the prior art. See id. “A change of function for a well
known el enment of a conbination patent is a benchmark of

nonobvi ousness.” Shackelton v. J. Kaufman Iron Wrks, Inc., 689
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F.2d 334, 339 (2d Gr. 1982). \Were the challenged invention is
directed to a different purpose than the prior art, the inventor
woul d have been less notivated to consider the prior art thereby
mlitating against a conclusion that such prior art is anal ogous.

See Inre Cday, 966 F.2d 656, 658-59 (Fed. G r. 1992).

I n Shackelton v. J. Kaufnman lron Wirks, Inc., 689 F.2d 334

(2d Cir. 1982), the second circuit addressed the validity of a
patent for a “burglar proof window grill” conprising two cl asps
which fit into a latch post when closed. See id. at 339. “The
pur pose of the device was to prevent illegal entry into an
apartnment through the wi ndow while al so providing for quick
egress in case of an energency.” 1d. The court acknow edged
that earlier-conceived devices, |ike the gymlocker, “suggest][ed]
a vertical post that |ock[ed] a door with pins descending into
receiving slots.” 1d. Despite this earlier suggestion, the
second circuit reversed the district court’s finding of

obvi ousness, relying on the differences between the function of a
gym | ocker and the function of the burglar proof w ndow grill.
See id. at 339. Specifically, the court concluded that “[i]t
[was] unlikely . . . that it is the function of [a gym | ocker]

not only to prevent ingress fromwthout the gym|ocker, but also

to allow egress fromwithin the locker.”* 1d. The Shackelton

* The court nmade this deternmination after noting that the
need for egress froma gymlocker was nonexi stent because
“generally one cannot fit within a gymlocker.” See Shackelton
v. J. Kaufman lron Works, Inc., 689 F.2d 334, 339 (2d Cr. 1982).
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court concluded that the inventor had “devised a new function for
[the] latches,” noting that:
[t]he functions of these devices were radically altered

and even in part inverted by application of their
functional use in a different field fromthe fields [in

whi ch] each had been designed to function . . . . Even
if . . . each of the elenents cited was al ready known
in the art of “gate-making” . . . here they are put to

new functions in a nonobvi ous manner.

Shackelton v. J. Kaufrman Iron Wrks, Inc., 689 F.2d 334, 339 (2d

Cir. 1982).

The court concludes that Neato has failed to present
evi dence sufficient to establish that the Spannknebel patent is
relevant prior art. First, Neato argues that the Spannknebel and
"033 patents fall within the same field of endeavor because they
both deal with labeling. Wile it is true that both patents
address simlar subject matter, the federal circuit has
acknow edged that parties cannot circunmvent the requirenent of
showi ng the rel evance of prior art by defining the field of

endeavor in such a broad nmanner. Cf. Wang Labs., Inc. v.

Toshi ba, 993 F.2d 858, 864 (Fed. G r. 1993) (observing that prior
art does not fall within the sane field of endeavor as chall enged

patent sinply because both relate to conmputer nmenory); Shackelton

v. J. Kaufrman Iron Wrks, Inc., 689 F.2d 334, 339 (2d Cr. 1982)

(rejecting obviousness argunent despite fact that el enents used
in prior art and chall enged patent were | ong known in art of

“gat e- maki ng”) .
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Al so, Neato’s argunent regarding the field of endeavor fails
to address the notable differences between the Spannknebel patent
and the 033 patent. For instance, while the 033 patent deals
wi th a manual | y-operated conpact disc |abeler focused on consuner
application of a single label to a single conpact disc, the
Spannknebel patent discloses an involved, automated, assenbly
line | abeling systemfor audio tapes. The portion of the
Spannknebel patent that Neato focuses on as prior art —the
mandrel [35], nmounted on the shoul der [37], the extension [38],
and the helical spring [39] —is only one small part of the nore
conpl ex, automated system Also, these elenents, which are al
encased within the | abel holder [18], are presented in a
distorted orientation by Neato. Wen viewi ng the |abel hol der
[18] within the schene described in the Spannknebel patent, the
mandrel [35], shoulder [37], extension [38], and helical spring
[39] actually face in a downward direction whereas the piston
conmponent of the 033 patent is biased upward by a spring. See

Shackelton v. J. Kaufrman Iron Wrks, Inc., 689 F.2d 334, 339 (2d

Cir. 1982) (reversing obviousness finding where, even though
chal | enged device and prior art both concerned “gate-neking,”
el ements as used in challenged patent were “radically altered,”
and partly “inverted” in its new function in the chall enged

patent).

18



Second, as noted above, prior art can also be considered
rel evant where “the reference is reasonably pertinent to the
particul ar problemw th which the inventor [was] involved.” In
re day, 966 F.2d 656, 658-59 (Fed. Cr. 1992). Wth respect to
this criterion, Neato urges the court to use “comobn sense” to
conclude that a person of ordinary skill in the art would | ook to
t he Spannknebel patent for a solution to the problemfacing
Grossman at the tine he devel oped the idea for the 033 patent.
Accepting Neato’s invitation, however, the court cannot concl ude
that common sense woul d | ead an inventor seeking to design a
manual | y- oper abl e conpact disc | abeling device, geared towards
consuner use, to look to the automated, assenbly |ine machine
referenced in the Spannknebel patent.> The Spannknebel device,
as a whole, conprises elenents one would not normally expect to
find in manual devices, including: 1) a carrier belt for the
| abels [2], 2) a carrier belt for the audio reels [17], 3) a
return edge to renove the labels [6], 4) an “annul ar nozzle
[49],” which works in conjunction with the mandrel and “eject[s]”
a “streamof air” to bring the label [1] in contact with the

cover disk [34]; 5) a conduit for pressurized air [50]; and 6)

® The court finds it significant that in one portion of its

brief, Neato defines a person of ordinary skill in the art as “a
person who is skilled in making and desi gni ng basi c nechani ca
devices” while pages later it argues that G ossnman -- a person of
ordinary skill in the art -- should have | ooked to the conpl ex,

aut omat ed Spannknebel device for a solution to the problens facing
hi m
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“bores [46 and 47]” through which air is sucked upward so that
the label [1] can be securely held to the | abel holder [18]. The
different and distinct nature and application of the Spannknebel
device as a whole (and the | abel holder [18] in particular)
mlitates against the court concluding that the references
di scl osed in the Spannknebel patent were reasonably pertinent to
the particular problenms G ossnman faced in devel oping “an
i nexpensi ve, manual | y-operated device that permtted reliable
al ignnent of the | abel on the conpact and substantially
elimnated the opportunity for operator error.”

Third, the federal circuit has acknow edged that “the
pur poses of both the invention and the prior art are inportant in
determ ni ng whether the reference is reasonably pertinent to the

problemthe invention attenpts to solve.” Inre Cday, 966 F.2d

656, 659 (Fed. Cir. 1992). Here, the 033 patent uses the
spring-|l oaded piston for a different purpose than the Spannknebel
devi ce uses the conbination of the mandrel [35], the cylindrical
extension [38], the helical spring [39], and the shoul der [37].
The spring-1loaded piston in the 033 patent ensures that the

| abel is concentrically aligned with the conpact disc thereby
seeking to elimnate the possibility that errors in | abel
application caused by the lack of “skill and manual dexterity of

the operator” do not effect an inbalance in the conpact disc.
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Any i nbal ance could potentially alter the reading of the conpact
disc as it rotates at high speeds.

The Spannknebel patent, on the other hand, discloses a
di fferent purpose for enploying the conbination of the mandrel’s
cylindrical section [38], helical spring [39], and shoul der [37].
This is not surprising because, in light of the different manner
i n whi ch audi ot apes and conpact discs are read or played, the
concentric alignment (and, consequently, the perfect bal ancing)
of a label on an audio reel is not as critical as concentric
alignnment is on a conpact disc.® The Spannknebel apparatus was
concerned with applying |labels “correctly relative to the printed
text, in a predeterm ned position, onto the object to be |abel ed,
wi th high precision and speed[.]” It also sought to “elimnate
the tol erances which the | abels showin their arrangenent on the
carrier belt, which [tolerances] [are] caused by the
manuf acturi ng process.” Against this background, the ‘033 patent
enpl oyed previously conceived devices “to arrive at a new

solution to a new problem” Shackelton v. J. Kaufman Iron Wrks,

Inc., 689 F.2d 334, 339 (2d Gr. 1982). Like the challenged

burgl ar-proof grill in Shackelton, the 033 device uses old

el ements (the mandrel [25] the cylindrical section [38], the

® See ‘033 patent, col. 1, lines 50-55 (“Because of the
hi gh speed at which the conpact disc nust be spun, it is
essential that the | abel be affixed in such a way that the
overall bal ance of the disc is not adversely affected. |In
particular, it is necessary that the center of balance of the
di sc remai ns about its geonetric center.”).
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helical spring [39], and the shoulder [37]) in a new manner
(facing upward w thout any gui des, annul ar nozzles, or

pressuri zed air source) for a new purpose (to achieve the perfect
bal ance of the | abel on the conpact disc) to solve a new problem
(i mbal anced | abel s which resulted in unreadabl e conpact discs).
In Iight of the apparent need for the conpact disc |abels to be
affixed in such a perfectly bal anced nanner to the conpact
itself, the court concludes that the spring-|oaded piston, as
used by Grossman in the "33 patent, was directed at a different
purpose than it was in the Spannknebel device. Consequently,

G ossman had “less notivation . . . to consider it.” Inre day,

966 F.2d 656, 659 (2d Gir. 1992).

2. Suggesti on to Conbi ne’

Neat o concedes that no single piece of prior art renders the
"033 patent obvious. It argues that “clains 1-4 of the [ 033
patent] may be found obvious to a person of ordinary skill in the

art of |abeling devices based upon the conbination of [the

Casill o and Spannknebel patents].” See Neato Mem at 13
(enphasi s added). Specifically, Neato contends that the Casillo
patent “teaches every limtation of the invention in the [ 033

patent] except for the obvious nodification of resiliently

" The federal circuit has treated the suggestion to conbine
i ssue as part of the inquiry regarding the scope and content of
prior art. See Mnarch Knitting Mach. Corp. v. Sulzer Morat
Grbh, 139 F.3d 877, 881-83 (Fed. Cir. 1998).
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mounting the manually operated cone [300] to the plate [500] and
cylindrical base [600].” See Neato Mem at 11 (enphasis added).
The Spannknebel patent, Neato argues, suggests this nodification.
Neat o adds that a person of ordinary skill in the art would have
recogni zed that to nove the cone [300] in the Neato device from
the first position to the second position, “the cone could be
resiliently nmounted to the plate [500] and the cylindrical base
[600] by using . . . a spring |oaded piston.” RMI and G ossnan
respond that Neato fails to cite any “explicit suggestion in
either the Casillo [p]atent or the Spannknebel [p]atent to
conbi ne those references to reach the invention clainmed in the
‘033 patent.”

“When an obvi ousness determ nation is based on nmultiple
prior art references, there nust be a show ng of sone ‘teaching,

suggestion, or reason to conbine the references.’”” Wnner Int’]

Royalty Corp. V. WAng, 202 F.3d 1340, 1348 (Fed. Cr. 2000); see

also Arkie Lures, Inc. v. CGCene Larew Tackle, Inc., 119 F.3d 953,

957 (Fed. Cir. 1997) ("It is insufficient to establish

obvi ousness that the separate el enents of the invention existed
in the prior art, absent sone teaching . . . to conbine the
elenments."). A court may find the “teaching, suggestion, or
reason” to conbine “either inplicitly or explicitly: 1) in the
prior art references thenselves; 2) in the know edge of those of

ordinary skill in the art that certain references, or disclosures
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in those references, are of special interest or inportance in the
field; or 3) fromthe nature of the problemto be solved, |eading
inventors to look to references relating to possible solutions to

that problem” Ruiz v. A B. Chance Co., 234 F.3d 654, 664 (Fed.

Cr. 2000) (internal citation and quotation marks omtted).
Wil e the references need not expressly teach that the

di scl osures contai ned therein should be conmbined with anot her,
the show ng of conbinability nust be "clear and particular.” In

re Denbiczak, 175 F.3d 994, 999 (Fed. Cir. 1999) abrogated on

ot her grounds by In re Gartside, 203 F.3d 1305, 53 USPQd 1769

(Fed. Gr. 2000). A court review ng an obvi ousness chal | enge
predi cated upon a conbination of prior art references nust be
sure to take the “critical step of casting [its] m nd back to the
time of invention, to consider the thinking of one of ordinary
skill in the art, guided only by the prior art references and the

t hen-accepted wisdomin the field.” 1n re Denbiczak, 175 F.3d

994, 999 (Fed. GCir. 1999). “The absence of . . . a suggestion to
conbine is dispositive in an obviousness determ nation.” Ganbro

Lundia AB v. Baxter Healthcare Corp., 110 F.3d 1573, 1579 (Fed.

Cr. 1997).
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a. Nat ure of the Problemto be Sol ved/Prior Art
Ref er ences

Neato first argues that the suggestion to conbine the
references in the Spannknebel and Casillo patents arises fromthe
nature of the problens to be solved in the Casillo patent. To
this end, Neato cites the problens G ossman identified with the
Casil | o devi ce:

1) the difficulty of applying a | abel [400] that has

curled upward after its rel easabl e backi ng has been

peel ed away;

2) the difficulty of renoving one’s fingers froma

| abel [400] after placing it on the positioning plate

[ 500]; and

3) the difficulty of aligning the manual ly operated

cone [300] wth the | abel [400] and the positioning

hol e [520], which could result in the de-centering of

the | abel on the conpact disc.

Fromthis point, Neato’s argunent is as follows. The
solution to the first problem-- the curling | abels -- “is
primarily a problemw th the handling of [the] |abels (as opposed
to the Casillo device itself) and the solution was al ready taught
by the Casillo patent[.]” The Spannknebel patent solves the
second problem — the renoval of one’s fingers fromthe | abel --
“by disclosing a mandrel [35] nounted to a body [29] to
facilitate maintaining the position of the |abel on the body [29]
after [the | abel] has been |ocated thereon[.]” The solution to

the third problem — the difficulty of aligning the manually

operated cone [300] with the | abel [400] and the positioning hole
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[ 520] — “was basically solved by the obvious solution to the
second probl em as taught by Spannknebel,” nanely the nounting of
the cone [300] to the positioning plate [500] and the cylindrical
base [600].

Neato’s theory with respect to the nature of the problemto
be sol ved rings of the hindsight analysis that the federal
circuit and other courts have repeatedly criticized. See Inre
Denbi czak, 175 F.3d 994, 999 (Fed. G r. 1999) (warning against
“the insidious effect of a hindsight syndrone wherein that which
only the inventor taught is used against its teacher[]”);

Medtronic, Inc. v. Daig Corp., 611 F. Supp. 1498, 1534 (D. M nn.

1985), aff’'d, 789 F.2d 903 (Fed. Cr. 1986) (warning agai nst
using “patent in suit as a guide through the norass of prior art
references, conbining the right references in the right way to
arrive at the result of the clains in suit[]”). Neato’s
argunent, as outlined above, denonstrates only that these
(al Il eged) solutions would have been obvious to one of ordinary
skill in the art only after discovering the Spannknebel patent in

his or her search for answers. See |nterconnect Pl anning Corp.

v. Feil, 774 F.2d 1132, 1138 (Fed. Cir. 1985) (“The invention
nmust be viewed not with the blueprint drawn by the inventor, but

in the state of the art that existed at the tine.”); O¢thopedic

Equip. Co. v. United States, 702 F.2d 1005, 1012 (Fed. G r. 1983)

(“I't is wong to use the patent in suit as a guide through the
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maze of prior art references, conbining the right references in
the right way so as to achieve [a desired result].”). Even
assum ng that the Spannknebel and Casillo patents teach sol utions
to the three problens G ossnman identified, at nost, Neato has

shown that the two patents separately present solutions to

probl ens inherent in the Casillo device.® As noted above, such a
showing is insufficient to carry Neato's burden on this issue.

See Arkie Lures, Inc. v. Gene Larew Tackle, Inc., 119 F. 3d 953,

957 (Fed. GCir. 1997) ("It is insufficient to establish
obvi ousness that the separate el enents of the invention existed
in the prior art, absent sone teaching . . . to conbine the

el enments. ).

b. Know edge of those of ordinary skill that certain
references are of special interest or inportance
inthe field

Neato fails to set forth facts sufficient to make a “cl ear

and particul ar” showi ng of the suggestion to conbine the

8 Throughout its brief, Neato refers to a “Detailed

Limtation-By-Limtation Conparison” prepared by its attorneys
and attached as an exhibit. In that chart, Neato separately
conpares each claimof the 033 patent with disclosures fromthe
Casill o and Spannknebel patents in an effort to show that *each
and every limtation clained in the [ 033 patent] [is] disclosed
in the Casillo and Spannknebel patents.” The federal circuit has
rejected this approach where, as here, the party’s obvi ousness
challenge is predicated on nultiple prior art references, and no
suggestion to conbine is present. See In re Denbiczak, 175 F. 3d
994, 1000 (Fed. Cr. 1999) (noting that a “reference-by-
reference, limtation-by-limtation analysis fails to denonstrate
how the [prior art] references teach or suggest their conbination
to yield the clained invention[]”).
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Spannknebel and Casillo patents. |Instead, it summarily concl udes
t hat sonmeone endeavoring to solve the Neato device’s alignnent
probl ens woul d have known to use a “spring-loaded piston® for
resiliently nmounting a centering elenent to a disc-hol der”
because this nodification “was well known in this field of
endeavor on the priority date of the G ossman patent.” Neato’s
argunment in this regard skips the critical step of specifically
articulating how or why one of ordinary skill in the art would
have known to conbi ne the spring biased piston disclosed in the
Spannknebel patent with the prior art of the Casillo patent in
order to obtain the invention clained in the 033 patent. See

Smths Indus. Med. Sys., Inc. v. Vital Signs, Inc., 183 F. 3d

1347, 1356-57 (Fed. Cir. 1999) (reversing district court’s
obvi ousness conclusion noting that the party chargi ng obvi ousness
had “failed . . . to establish why one of ordinary skill would
have found it obvious to conbine the numerous claimlimtations
in a particular way to achi eve the [chall enged]
i nvention.”)(enphasis added).

I ndi cative of the conclusory nature of its argunment on this

point is Neato’s failure to cite to supporting facts in the

° The “spring-loaded piston” and “centering elenent” to

whi ch Neato refers in its argunent correspond to the helica
spring [39], the shoulder [37], the mandrel [35], and the extension
[38] encased in the | abel holder [18] of the Spannknebel. Under
Neato’ s theory, these structures correspond to the spring [11],
the piston [9], and the first and second rods [4, 3] in the 033
pat ent .
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record. Neato does refer to the testinony of an RMI expert in
the related UK action in which the expert “agreed that using a
spring as a nethod for resiliently attaching a piston was an
obvious thing to do.” A review of the expert’s testinony in this
regard, however, reveals that he agreed only that “the use of
springs to take devices away fromthe configuration they were
resting at and put them back where they were” was part of a
“mental tool kit” of a person who mght be famliar with snal
mechani cal devices and their design. The expert did not testify
that it would be obvious to conbine the references of the Casillo
patent -- the manual ly operated cone [300], the positioning plate
[ 500] and the cylindrical base [600] -- with the spring-I|oaded
piston in order to resiliently nount the cone [300] to the plate
[500]. As the federal circuit has rem nded us, an invention is
not obvi ous solely because it is made up of two or nore el enents

contained in separate prior patents. See Panduit Corp. v.

Denni son Mg. Co., 810 F.2d 1561, 1575 (Fed. Gr. 1987) (“[t]he

notion . . . that conbination clainms can be declared invalid
merely upon finding simlar elenents in separate prior patents
woul d necessarily destroy all patents and cannot be the | aw under
[35 US.C. 8 103]”). It is the fear of this result in which the
rigorous requirenent of a “clear and particular” show ng of the

suggestion to conbine is grounded. See In re Denbiczak, 175 F. 3d

994, 999 (Fed. Cr. 1999) (“Qur case |aw makes clear that the
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best defense agai nst the subtle but powerful attraction of a
hi ndsi ght - based obvi ousness analysis is rigorous application of
the requirenent for a showing of the teaching or notivation to
conbine prior art references.”).

In a final attenpt to clear the hurdle posed by the
requi renent that a party nake a “clear and particular” show ng of
t he suggestion to conbine, Neato argues that prior art references
do not need to actually suggest, expressly or in so nmany words,
the changes made. “[A]ll that is required to show
obvi ousness[,]” Neato argues, “is that G ossman nmade his cl ai ned
invention by merely applying know edge clearly present in prior
art.” The federal circuit, however, disagrees and so nust this

court. See Smths Indus. Med. Sys., Inc. v. Vital Signs, Inc.,

183 F. 3d 1347, 1356-57 (Fed. G r. 1999) (reversing district
court’s obvi ousness conclusion noting that the party charging
obvi ousness had failed “to establish why one of ordinary skil
woul d have found it obvious to conbine the nunmerous claim
limtations in a particular way to achi eve the [chall enged]

i nvention”).

The court concludes that, based on the evidence presented at
this stage of the proceedings, Neato has not made a cl ear and
particul ar showi ng of a suggestion to conbi ne the Spannknebel and
Casillo patents to achieve the invention clainmed in the 033

patent. “The absence of . . . a suggestion to conbine is
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di spositive in an obviousness determ nation.” Ganbro Lundia AB

v. Baxter Healthcare Corp., 110 F.3d 1573, 1578-79 (Fed. G

1997). See Wnner Int’l Royalty Corp. v. Wang, 202 F.3d 1340,

1350 (2d Cir. 2000) (“If there was no notivation to . . . conbine
[multiple prior art references], one of ordinary skill in the art
woul d not have viewed the invention of the [chall enged patent] as

obvious.”); Mnarch Knitting Mach. Corp. v. Sulzer Mrat Grbh,

139 F. 3d 877, 882-83 (Fed. GCr. 1998) (noting that where there
exi sts genui ne issues of fact as to whether one of ordinary skil
in art would have been notivated to conbine references in
guestion, summary judgnent as to obviousness challenge is

I nappropriate).

C. hj ective Indicia of Nonobvi ousness

“Qbj ective indicia of nonobviousness includes comerci al
success, longfelt but unresolved need, failure of others, and

copying.” Custom Accessories, Inc. v. Jeffrey-Allan Indus., 807

F.2d 955, 960 (Fed. Cir. 1986). *“Such evidence nmay often
establish that an invention appearing to have been obvious in

light of the prior art was not.” Stratoflex, Inc. v. Aeroquip

Corp., 713 F.2d 1530, 1538 (Fed. Cir. 1983). Here, there is no
need to address this evidence as, based on the other factors

i nform ng the obvi ousness determ nation, the court concludes that
Neato has not net its initial burden of establishing that the

"033 patent was obvious in light of prior art. See Wnner Int’|
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Royalty Corp. v. Wang, 202 F.3d 1340, 1350 (2d G r. 2000)

(hol di ng that because party challenging validity of patent was
not able to establish prinma facie case of obvi ousness, patentee

was not required to establish commercial success); Quantachrone

Corp. v. Mcronetrics Instrunent Corp., 97 F. Supp. 2d 1181, 1191

(S.D. Fla. 2000) (“[QObjective] evidence of nonobvi ousness is not,
of course, a requirenment for a finding of nonobvi ousness .

).

D. Has Neato Established that the "033 Patent is Obvious?

Based on the evidence presented at this stage of the
proceedi ngs, the court concludes Neato has not carried its burden
of proving by clear and convincing evidence that the 033 patent
woul d have been obvious to one of ordinary skill in the art at
the tinme of its invention.

CONCLUSI ON

Based on the foregoing, Neato’ s notion for partial summary
j udgnent (docunent no. 36) is DEN ED
It is so ordered this __ day of March, 2001 at Hartford,

Connecti cut.

Al fred V. Covello
Chief United States District Judge
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